AUTHENTICATED
U.S. GOVERNMENT
INFORMATION

GPO

§10.161

(2) Pay all or a portion of the costs
and expenses, not to exceed $1,500, of
the disciplinary proceeding which led
to suspension or exclusion.

(d) Any suspended or excluded practi-
tioner who has violated the provisions
of §10.158 during his or her period of
suspension or exclusion shall not be en-
titled to reinstatement until such time
as the Director is satisfied that a pe-
riod of suspension equal in time to that
ordered by the Commissioner or exclu-
sion for five years has passed during
which the suspended or excluded prac-
titioner has complied with the provi-
sions of §10.158.

(e) Proceedings on any petition for
reinstatement shall be open to the pub-
lic. Before reinstating any suspended
or excluded practitioner, the Director
shall publish in the Official Gazette a
notice of the suspended or excluded
practitioner’s petition for reinstate-
ment and shall permit the public a rea-
sonable opportunity to comment or
submit evidence with respect to the pe-
tition for reinstatement.

§10.161 Savings clause.

(a) A disciplinary proceeding based
on conduct engaged in prior to the ef-
fective date of these regulations may
be instituted subsequent to such effec-
tive date, if such conduct would con-
tinue to justify suspension or exclusion
under the provisions of this part.

(b) No practitioner shall be subject to
a disciplinary proceeding under this
part based on conduct engaged in be-
fore the effective date hereof if such
conduct would not have been subject to
disciplinary action before such effec-
tive date.

§§10.162-10.169 [Reserved]

§10.170 Suspension of rules.

(a) In an extraordinary situation,
when justice requires, any requirement
of the regulations of this part which is
not a requirement of the statutes may
be suspended or waived by the Commis-
sioner or the Commissioner’s designee,
sua sponte, or on petition of any party,
including the Director or the Director’s
representative, subject to such other
requirements as may be imposed.

(b) Any petition under this section
will not stay a disciplinary proceeding
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unless ordered by the Commissioner or
an administrative law judge.
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Subpart A—General Provisions
GENERAL INFORMATION

§11.1 Definitions.

This part governs solely the practice
of patent, trademark, and other law be-
fore the United States Patent and
Trademark Office. Nothing in this part
shall be construed to preempt the au-
thority of each State to regulate the
practice of law, except to the extent
necessary for the United States Patent
and Trademark Office to accomplish
its Federal objectives. Unless otherwise
clear from the context, the following
definitions apply to this part:

Attorney or lawyer means an indi-
vidual who is a member in good stand-
ing of the highest court of any State,
including an individual who is in good
standing of the highest court of one
State and under an order of any court
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or Federal agency suspending, enjoin-
ing, restraining, disbarring or other-
wise restricting the attorney from
practice before the bar of another
State or Federal agency. A non-lawyer
means a person or entity who is not an
attorney or lawyer.

Belief or believes means that the per-
son involved actually supposed the fact
in question to be true. A person’s belief
may be inferred from circumstances.

Conviction or convicted means any
confession to a crime; a verdict or
judgment finding a person guilty of a
crime; any entered plea, including nolo
contendre or Alford plea, to a crime; or
receipt of deferred adjudication
(whether judgment or sentence has
been entered or not) for an accused or
pled crime.

Crime means any offense declared to
be a felony or misdemeanor by Federal
or State law in the jurisdiction where
the act occurs.

Data sheet means a form used to col-
lect the name, address, and telephone
information from individuals recog-
nized to practice before the Office in
patent matters.

Fiscal year means the time period
from October 1st through the ensuing
September 30th.

Fraud or fraudulent means conduct
having a purpose to deceive and not
merely negligent misrepresentation or
failure to apprise another of relevant
information.

Good moral character and reputation
means the possession of honesty and
truthfulness, trustworthiness and reli-
ability, and a professional commitment
to the legal process and the adminis-
tration of justice, as well as the condi-
tion of being regarded as possessing
such qualities.

Knowingly, known, or knows means
actual knowledge of the fact in ques-
tion. A person’s knowledge may be in-
ferred from circumstances.

Matter means any litigation, admin-
istrative proceeding, lobbying activity,
application, claim, investigation, con-
troversy, arrest, charge, accusation,
contract, negotiation, estate or family
relations practice issue, request for a
ruling or other determination, or any
other matter covered by the conflict of
interest rules of the appropriate Gov-
ernment entity.

§11.1

OED means the Office of Enrollment
and Discipline.

OED Director means the Director of
the Office of Enrollment and Dis-
cipline.

OED Director’s representatives means
attorneys within the USPTO Office of
General Counsel who act as representa-
tives of the OED Director.

Office means the United States Pat-
ent and Trademark Office.

Practitioner means:

(1) An attorney or agent registered to
practice before the Office in patent
matters,

(2) An individual authorized under 5
U.S.C. 500(b) or otherwise as provided
by §10.14(b), (c¢), and (e) of this sub-
chapter, to practice before the Office in
trademark matters or other non-patent
matters, or

(3) An individual authorized to prac-
tice before the Office in a patent case
or matters under §11.9(a) or (b).

Proceeding before the Office means an
application for patent, an application
for reissue, a reexamination, a protest,
a public use matter, an inter partes pat-
ent matter, correction of a patent, cor-
rection of inventorship, an application
to register a trademark, an inter partes
trademark matter, an appeal, a peti-
tion, and any other matter that is
pending before the Office.

Reasonable or reasonably when used in
relation to conduct by a practitioner
means the conduct of a reasonably pru-
dent and competent practitioner.

Registration means registration to
practice before the Office in patent
proceedings.

Roster means a list of individuals who
have been registered as either a patent
attorney or patent agent.

Significant evidence of rehabilitation
means satisfactory evidence that is sig-
nificantly more probable than not that
there will be no recurrence in the fore-
seeable future of the practitioner’s
prior disability or addiction.

State means any of the 50 states of
the United States of America, the Dis-
trict of Columbia, and other territories
and possessions of the United States of
America.

Substantial when used in reference to
degree or extent means a material
matter of clear and weighty impor-
tance.
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Suspend or suspension means a tem-
porary debarring from practice before
the Office or other jurisdiction.

United States means the TUnited
States of America, and the territories
and possessions the United States of
America.

USPTO Director means the Director of
the United States Patent and Trade-
mark Office, or an employee of the Of-
fice delegated authority to act for the
Director of the United States Patent
and Trademark Office in matters aris-
ing under this part.

§11.2 Director of the Office of Enroll-
ment and Discipline.

(a) Appointment. The USPTO Director
shall appoint a Director of the Office of
Enrollment and Discipline (OED Direc-
tor). In the event of the absence of the
OED Director or a vacancy in the office
of the OED Director, or in the event
that the OED Director recuses himself
or herself from a case, the USPTO Di-
rector may designate an employee of
the Office to serve as acting OED Di-
rector. The OED Director and any act-
ing OED Director shall be an active
member in good standing of the bar of
a State.

(b) Duties. The OED Director shall:

(1) Supervise staff as may be nec-
essary for the performance of the OED
Director’s duties.

(2) Receive and act upon applications
for registration, prepare and grade the
examination provided for in §11.7(b),
maintain the register provided for in
§11.5, and perform such other duties in
connection with enrollment and rec-
ognition of attorneys and agents as
may be necessary.

(3) Conduct investigations into the
moral character and reputation of any
individual seeking to be registered as
an attorney or agent, or of any indi-
vidual seeking limited recognition,
deny registration or recognition of in-
dividuals failing to demonstrate pos-
session of good moral character and
reputation, and perform such other du-
ties in connection with enrollment
matters and investigations as may be
necessary.

(4) The Director shall conduct inves-
tigations into possible violations by
practitioners of Disciplinary Rules,
with the consent of the Committee on
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Discipline initiate disciplinary pro-
ceedings under §10.132(b) of this sub-
chapter, and perform such other duties
in connection with investigations and
disciplinary proceedings as may be nec-
essary.

(5)—(7) [Reserved]

(c) Petition to OED Director. Any peti-
tion from any action or requirement of
the staff of OED reporting to the OED
Director shall be taken to the OED Di-
rector. Any such petition not filed
within sixty days from the mailing
date of the action or notice from which
relief is requested will be dismissed as
untimely. The filing of a petition will
not stay the period for taking other ac-
tion which may be running, or stay
other proceedings. A final decision by
the OED Director may be reviewed in
accordance with the provisions of para-
graph (d) of this section.

(d) Review of OED Director’s decision.
An individual dissatisfied with a final
decision of the OED Director, except
for a decision dismissing a complaint
or closing an investigation, may seek
review of the decision upon petition to
the USPTO Director accompanied by
payment of the fee set forth in
§1.21(a)(b)(ii) of this subchapter. A deci-
sion dismissing a complaint or closing
an investigation is not subject to re-
view by petition. Any petition not filed
within sixty days from the mailing
date of the final decision of the OED
Director will be dismissed as untimely.
Any petition shall be limited to the
facts of record. Briefs or memoranda, if
any, in support of the petition shall ac-
company or be embodied therein. The
USPTO Director in deciding the peti-
tion will consider no new evidence.
Copies of documents already of record
before the OED Director need not be
submitted with the petition. No oral
hearing on the petition will be held ex-
cept when considered necessary by the
USPTO Director. Any request for re-
consideration of the decision of the
USPTO Director will be dismissed as
untimely if not filed within thirty days
after the mailing date of said decision.
If any request for reconsideration is
filed, the decision on reconsideration
shall be the final agency action.
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§11.3 Suspension of rules.

In an extraordinary situation, when
justice requires, any requirement of
the regulations of this part which is
not a requirement of statute may be
suspended or waived by the USPTO Di-
rector or the designee of the USPTO
Director, sua sponte or on petition of
any party, including the OED Director
or the OED Director’s representative,
subject to such other requirements as
may be imposed.

Subpart B—Recognition To
Practice Before the USPTO

PATENTS, TRADEMARKS, AND OTHER
NON-PATENT LAW

§11.4 [Reserved]

§11.5 Register of attorneys and agents
in patent matters.

A register of attorneys and agents is
kept in the Office on which are entered
the names of all individuals recognized
as entitled to represent applicants hav-
ing prospective or immediate business
before the Office in the preparation and
prosecution of patent applications.
Registration in the Office under the
provisions of this part shall entitle the
individuals so registered to practice be-
fore the Office only in patent matters.

§11.6 Registration of attorneys and
agents.

(a) Attorneys. Any citizen of the
United States who is an attorney and
who fulfills the requirements of this
part may be registered as a patent at-
torney to practice before the Office.
When appropriate, any alien who is an
attorney, who lawfully resides in the
United States, and who fulfills the re-
quirements of this part may be reg-
istered as a patent attorney to practice
before the Office, provided that such
registration is not inconsistent with
the terms upon which the alien was ad-
mitted to, and resides in, the United
States and further provided that the
alien may remain registered only:

(1) If the alien continues to lawfully
reside in the United States and reg-
istration does not become inconsistent
with the terms upon which the alien
continues to lawfully reside in the
United States, or

§11.6

(2) If the alien ceases to reside in the
United States, the alien is qualified to
be registered under paragraph (c) of
this section. See also §11.9(b).

(b) Agents. Any citizen of the United
States who is not an attorney, and who
fulfills the requirements of this part
may be registered as a patent agent to
practice before the Office. When appro-
priate, any alien who is not an attor-
ney, who lawfully resides in the United
States, and who fulfills the require-
ments of this part may be registered as
a patent agent to practice before the
Office, provided that such registration
is not inconsistent with the terms upon
which the alien was admitted to, and
resides in, the United States, and fur-
ther provided that the alien may re-
main registered only:

(1) If the alien continues to lawfully
reside in the United States and reg-
istration does not become inconsistent
with the terms upon which the alien
continues to lawfully reside in the
United States or

(2) If the alien ceases to reside in the
United States, the alien is qualified to
be registered under paragraph (c) of
this section. See also §11.9(b).

(c) Foreigners. Any foreigner not a
resident of the United States who shall
file proof to the satisfaction of the
OED Director that he or she is reg-
istered and in good standing before the
patent office of the country in which
he or she resides and practices, and
who is possessed of the qualifications
stated in §11.7, may be registered as a
patent agent to practice before the Of-
fice for the limited purpose of pre-
senting and prosecuting patent applica-
tions of applicants located in such
country, provided that the patent of-
fice of such country allows substan-
tially reciprocal privileges to those ad-
mitted to practice before the Office.
Registration as a patent agent under
this paragraph shall continue only dur-
ing the period that the conditions spec-
ified in this paragraph obtain. Upon no-
tice by the patent office of such coun-
try that a patent agent registered
under this section is no longer reg-
istered or no longer in good standing
before the patent office of such coun-
try, and absent a showing of cause why
his or her name should not be removed
from the register, the OED Director
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shall promptly remove the name of the
patent agent from the register and pub-
lish the fact of removal. Upon ceasing
to reside in such country, the patent
agent registered under this section is
no longer qualified to be registered
under this section, and the OED Direc-
tor shall promptly remove the name of
the patent agent from the register and
publish the fact of removal.

(d) Board of Patent Appeals and Inter-
ferences matters. For action by a person
who is not registered in a proceeding
before the Board of Patent Appeals and
Interferences, see §41.5(a) of this title.

[69 FR 35452, June 24, 2004, as amended at 69
FR 50003, Aug. 12, 2004]

§11.7 Requirements for registration.

(a) No individual will be registered to
practice before the Office unless he or
she has:

(1) Applied to the USPTO Director in
writing by completing an application
for registration form supplied by the
OED Director and furnishing all re-
quested information and material; and

(2) HEstablished to the satisfaction of
the OED Director that he or she:

(i) Possesses good moral character
and reputation;

(ii) Possesses the legal, scientific,
and technical qualifications necessary
for him or her to render applicants val-
uable service; and

(iii) Is competent to advise and assist
patent applicants in the presentation
and prosecution of their applications
before the Office.

(b)(1) To enable the OED Director to
determine whether an individual has
the qualifications specified in para-
graph (a)(2) of this section, the indi-
vidual shall:

(i) File a complete application for
registration each time admission to
the registration examination is re-
quested. A complete application for
registration includes:

(A) An application for registration
form supplied by the OED Director
wherein all requested information and
supporting documents are furnished,

(B) Payment of the fees required by
§1.21(a)(1) of this subchapter,

(C) Satisfactory proof of scientific
and technical qualifications, and

(D) For aliens, provide proof that rec-
ognition is not inconsistent with the
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terms of their visa or entry into the
United States;

(ii) Pass the registration examina-
tion, unless the taking and passing of
the examination is waived as provided
in paragraph (d) of this section. Unless
examination is waived pursuant to
paragraph (d) of this section, each indi-
vidual seeking registration must take
and pass the registration examination
to enable the OED Director to deter-
mine whether the individual possesses
the legal and competence qualifica-
tions specified in paragraphs (a)(2)(ii)
and (a)(2)(iii) of this section. An indi-
vidual failing the examination may,
upon receipt of notice of failure from
OED, reapply for admission to the ex-
amination. An individual failing the
examination must wait thirty days
after the date the individual last took
the examination before retaking the
examination. An individual reapplying
shall:

(A) File a completed application for
registration form wherein all requested
information and supporting documents
are furnished,

(B) Pay the fees required by
§1.21(a)(1) of this subchapter, and

(C) For aliens, provide proof that rec-
ognition is not inconsistent with the
terms of their visa or entry into the
United States; and

(iii) Provide satisfactory proof of pos-
session of good moral character and
reputation.

(2) An individual failing to file a
complete application for registration
will not be admitted to the examina-
tion and will be notified of the incom-
pleteness. Applications for registration
that are incomplete as originally sub-
mitted will be considered only when
they have been completed and received
by OED, provided that this occurs
within sixty days of the mailing date of
the notice of incompleteness. There-
after, a new and complete application
for registration must be filed. Only an
individual approved as satisfying the
requirements of paragraphs (b)(1)(1)(A),
O@ODB), (M)(D)(HE)C) and (b)(1)(E)(D) of
this section may be admitted to the ex-
amination.

(3) If an individual does not reapply
until more than one year after the
mailing date of a notice of failure, that
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individual must again comply with
paragraph (b)(1)(i) of this section.

(c) Each individual seeking registra-
tion is responsible for updating all in-
formation and answers submitted in or
with the application for registration
based upon anything occurring between
the date the application for registra-
tion is signed by the individual, and
the date he or she is registered or rec-
ognized to practice before the Office in
patent matters. The update shall be
filed within thirty days after the date
of the occasion that necessitates the
update.

(d) Waiver of the Registration Examina-
tion for Former Office Employees. (1)
Former patent examiners who by July 26,
2004, had not actively served four years in
the patent examining corps, and were
serving in the corps at the time of their
separation. The OED Director may
waive the taking of a registration ex-
amination in the case of any individual
meeting the requirements of paragraph
(b)()E)C) of this section who is a
former patent examiner but by July 26,
2004, had not served four years in the
patent examining corps, if the indi-
vidual demonstrates that he or she:

(i) Actively served in the patent ex-
amining corps of the Office and was
serving in the corps at the time of sep-
aration from the Office;

(ii) Received a certificate of legal
competency and negotiation authority;

(iii) After receiving the certificate of
legal competency and negotiation au-
thority, was rated at least fully suc-
cessful in each quality performance
element of his or her performance plan
for the last two complete fiscal years
as a patent examiner; and

(iv) Was not under an oral or written
warning regarding the quality perform-
ance elements at the time of separa-
tion from the patent examining corps.

(2) Former patent examiners who on
July 26, 2004, had actively served four
years in the patent examining corps, and
were serving in the corps at the time of
their separation. The OED Director may
waive the taking of a registration ex-
amination in the case of any individual
meeting the requirements of paragraph
(b)(1)E)(C) of this section who is a
former patent examiner and by July 26,
2004, had served four years in the pat-

§11.7

ent examining corps, if the individual
demonstrates that he or she:

(i) Actively served for at least four
years in the patent examining corps of
the Office by July 26, 2004, and was
serving in the corps at the time of sep-
aration from the Office;

(i1) Was rated at least fully success-
ful in each quality performance ele-
ment of his or her performance plan for
the last two complete fiscal years as a
patent examiner in the Office; and

(iii) Was not under an oral or written
warning regarding the quality perform-
ance elements at the time of separa-
tion from the patent examining corps.

(3) Certain former Office employees who
were not serving in the patent eramining
corps upon their separation from the Of-
fice. The OED Director may waive the
taking of a registration examination in
the case of a former Office employee
meeting the requirements of paragraph
(b)(1)(A)(C) of this section who by peti-
tion demonstrates possession of the
necessary legal qualifications to render
to patent applicants and others valu-
able service and assistance in the prep-
aration and prosecution of their appli-
cations or other business before the Of-
fice by showing that he or she has:

(i) Exhibited comprehensive knowl-
edge of patent law equivalent to that
shown by passing the registration ex-
amination as a result of having been in
a position of responsibility in the Of-
fice in which he or she:

(A) Provided substantial guidance on
patent examination policy, including
the development of rule or procedure
changes, patent examination guide-
lines, changes to the Manual of Patent
Examining Procedure, development of
training or testing materials for the
patent examining corps, or develop-
ment of materials for the registration
examination or continuing legal edu-
cation; or

(B) Represented the Office in patent
cases before Federal courts; and

(ii) Was rated at least fully success-
ful in each quality performance ele-
ment of his or her performance plan for
said position for the last two complete
rating periods in the Office, and was
not under an oral or written warning
regarding such performance elements
at the time of separation from the Of-
fice.
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(4) To be eligible for consideration
for waiver, an individual formerly em-
ployed by the Office within the scope of
one of paragraphs (d)(1), (d)(2) or (d)(3)
of this section must file a complete ap-
plication for registration and pay the
fee required by §1.21(a)(1)(i) of this sub-
chapter within two years of the indi-
vidual’s date of separation from the Of-
fice. All other individuals formerly em-
ployed by the Office, including former
examiners, filing an application for
registration or fee more than two years
after separation from the Office, are re-
quired to take and pass the registra-
tion examination. The individual or
former examiner must pay the exam-
ination fee required by §1.21(a)(1)(ii) of
this subchapter within thirty days
after notice of non-waiver.

(e) Examination results. Notification
of the examination results is final.
Within sixty days of the mailing date
of a notice of failure, the individual is
entitled to inspect, but not copy, the
questions and answers he or she incor-
rectly answered. Review will be under
supervision. No notes may be taken
during such review. Substantive review
of the answers or questions may not be
pursued by petition for regrade. An in-
dividual who failed the examination
has the right to retake the examina-
tion an unlimited number of times
upon payment of the fees required by
§1.21(a)(1)(i) and (ii) of this subchapter,
and a fee charged by a commercial en-
tity administering the examination.

(f) Application for reciprocal recogni-
tion. An individual seeking reciprocal
recognition under §11.6(c), in addition
to satisfying the provisions of para-
graphs (a) and (b) of this section, and
the provisions of §11.8(c), shall pay the
application fee required by §1.21(a)(1)(Q)
of this subchapter upon filing an appli-
cation for registration.

(g) Investigation of good moral char-
acter and reputation. (1) Every indi-
vidual seeking recognition shall answer
all questions in the application for reg-
istration and request(s) for comments
issued by OED; disclose all relevant
facts, dates and information; and pro-
vide verified copies of documents rel-
evant to his or her good moral char-
acter and reputation. An individual
who is an attorney shall submit a cer-
tified copy of each of his or her State
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bar applications and moral character
determinations, if available.

(2)(Q) If the OED Director receives in-
formation from any source that re-
flects adversely on the good moral
character or reputation of an indi-
vidual seeking registration or recogni-
tion, the OED Director shall conduct
an investigation into the good moral
character and reputation of that indi-
vidual. The investigation will be con-
ducted after the individual has passed
the registration examination, or after
the registration examination has been
waived for the individual, as applica-
ble. An individual failing to timely an-
swer questions or respond to an inquiry
by OED shall be deemed to have with-
drawn his or her application, and shall
be required to reapply, pass the exam-
ination, and otherwise satisfy all the
requirements of this section. No indi-
vidual shall be certified for registra-
tion or recognition by the OED Direc-
tor until, to the satisfaction of the
OED Director, the individual dem-
onstrates his or her possession of good
moral character and reputation.

(ii) The OED Director, in considering
an application for registration by an
attorney, may accept a State bar’s
character determination as meeting
the requirements set forth in para-
graph (g) of this section if, after re-
view, the Office finds no substantial
discrepancy between the information
provided with his or her application for
registration and the State bar applica-
tion and moral character determina-
tion, provided that acceptance is not
inconsistent with other rules and the
requirements of 35 U.S.C. 2(b)(2)(D).

(h) Good moral character and reputa-
tion. Evidence showing lack of good
moral character and reputation may
include, but is not limited to, convic-
tion of a felony or a misdemeanor iden-
tified in paragraph (h)(1) of this sec-
tion, drug or alcohol abuse; lack of
candor; suspension or disbarment on
ethical grounds from a State bar; and
resignation from a State bar while
under investigation.

(1) Conviction of felony or misdemeanor.
An individual who has been convicted
of a felony or a misdemeanor involving
moral turpitude, breach of trust, inter-
ference with the administration of jus-
tice, false swearing, misrepresentation,
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fraud, deceit, bribery, extortion, mis-
appropriation, theft, or conspiracy to
commit any felony or misdemeanor, is
presumed not to be of good moral char-
acter and reputation in the absence of
a pardon or a satisfactory showing of
reform and rehabilitation, and shall
file with his or her application for reg-
istration the fees required by
§1.21(a)(1)(i1) and (a)(10) of this sub-
chapter. The OED Director shall deter-
mine whether individuals convicted of
said felony or misdemeanor provided
satisfactory proof of reform and reha-
bilitation.

(i) An individual who has been con-
victed of a felony or a misdemeanor
identified in paragraph (h)(1) of this
section shall not be eligible to apply
for registration during the time of any
sentence (including confinement or
commitment to imprisonment), de-
ferred adjudication, and period of pro-
bation or parole as a result of the con-
viction, and for a period of two years
after the date of completion of the sen-
tence, deferred adjudication, and pe-
riod of probation or parole, whichever
is later.

(ii) The following presumptions apply
to the determination of good moral
character and reputation of an indi-
vidual convicted of said felony or mis-
demeanor:

(A) The court record or docket entry
of conviction is conclusive evidence of
guilt in the absence of a pardon or a
satisfactory showing of reform or reha-
bilitation; and

(B) An individual convicted of a fel-
ony or any misdemeanor identified in
paragraph (h)(1) of this section is con-
clusively deemed not to have good
moral character and reputation, and
shall not be eligible to apply for reg-
istration for a period of two years after
completion of the sentence, deferred
adjudication, and period of probation
or parole, whichever is later.

(iii) The individual, upon applying
for registration, shall provide satisfac-
tory evidence that he or she is of good
moral character and reputation.

(iv) Upon proof that a conviction has
been set aside or reversed, the indi-
vidual shall be eligible to file a com-
plete application for registration and
the fee required by §1.21(a)(1)(ii) of this
subchapter and, upon passing the reg-
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istration examination, have the OED
Director determine, in accordance with
paragraph (h)(1) of this section, wheth-
er, absent the conviction, the indi-
vidual possesses good moral character
and reputation.

(2) Good moral character and reputa-
tion involving drug or alcohol abuse. An
individual’s record is reviewed as a
whole to see if there is a drug or alco-
hol abuse issue. An individual appear-
ing to abuse drugs or alcohol may be
asked to undergo an evaluation, at the
individual’s expense, by a qualified pro-
fessional approved by the OED Direc-
tor. In instances where, before an in-
vestigation commences, there is evi-
dence of a present abuse or an indi-
vidual has not established a record of
recovery, the OED Director may re-
quest the individual to withdraw his or
her application, and require the indi-
vidual to satisfactorily demonstrate
that he or she is complying with treat-
ment and undergoing recovery.

(3) Moral character and reputation in-
volving lack of candor. An individual’s
lack of candor in disclosing facts bear-
ing on or relevant to issues concerning
good moral character and reputation
when completing the application or
any time thereafter may be found to be
cause to deny registration on moral
character and reputation grounds.

(4) Moral character and reputation in-
volving suspension, disbarment, or res-
ignation from a profession. (i) An indi-
vidual who has been disbarred or sus-
pended from practice of law or other
profession, or has resigned in lieu of a
disciplinary proceeding (excluded or
disbarred on consent) shall be ineli-
gible to apply for registration as fol-
lows:

(A) An individual who has been dis-
barred from practice of law or other
profession, or has resigned in lieu of a
disciplinary proceeding (excluded or
disbarred on consent) shall be ineli-
gible to apply for registration for a pe-
riod of five years from the date of dis-
barment or resignation.

(B) An individual who has been sus-
pended on ethical grounds from the
practice of law or other profession
shall be ineligible to apply for registra-
tion until expiration of the period of
suspension.
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(C) An individual who was not only
disbarred, suspended or resigned in lieu
of a disciplinary proceeding, but also
convicted in a court of a felony, or of a
crime involving moral turpitude or
breach of trust, shall be ineligible to
apply for registration until the condi-
tions in paragraphs (h)(1) and (h)(4) of
this section are fully satisfied.

(ii) An individual who has been dis-
barred or suspended, or who resigned in
lieu of a disciplinary proceeding shall
file an application for registration and
the fees required by §1.21(a)(1)(ii) and
(a)(10) of this subchapter; provide a full
and complete copy of the proceedings
that led to the disbarment, suspension,
or resignation; and provide satisfactory
proof that he or she possesses good
moral character and reputation. The
following presumptions shall govern
the determination of good moral char-
acter and reputation of an individual
who has been licensed to practice law
or other profession in any jurisdiction
and has been disbarred, suspended on
ethical grounds, or allowed to resign in
lieu of discipline, in that jurisdiction:

(A) A copy of the record resulting in
disbarment, suspension or resignation
is prima facie evidence of the matters
contained in the record, and the impo-
sition of disbarment or suspension, or
the acceptance of the resignation of
the individual shall be deemed conclu-
sive that the individual has committed
professional misconduct.

(B) The individual is ineligible for
registration and is deemed not to have
good moral character and reputation
during the period of the imposed dis-
cipline.

(iii) The only defenses available with
regard to an underlying disciplinary
matter resulting in disbarment, sus-
pension on ethical grounds, or resigna-
tion in lieu of a disciplinary proceeding
are set out below, and must be shown
to the satisfaction of the OED Direc-
tor:

(A) The procedure in the disciplinary
court was so lacking in notice or op-
portunity to be heard as to constitute
a deprivation of due process;

(B) There was such infirmity of proof
establishing the misconduct as to give
rise to the clear conviction that the Of-
fice could not, consistently with its
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duty, accept as final the conclusion on
that subject; or

(C) The finding of lack of good moral
character and reputation by the Office
would result in grave injustice.

(i) Factors that may be taken into con-
sideration when evaluating rehabilitation
of an individual seeking a moral char-
acter and reputation determination. The
factors enumerated below are guide-
lines to assist the OED Director in de-
termining whether an individual has
demonstrated rehabilitation from an
act of misconduct or moral turpitude.
The factors include:

(1) The nature of the act of mis-
conduct, including whether it involved
moral turpitude, whether there were
aggravating or mitigating cir-
cumstances, and whether the activity
was an isolated event or part of a pat-
tern;

(2) The age and education of the indi-
vidual at the time of the misconduct
and the age and education of the indi-
vidual at the present time;

(3) The length of time that has passed
between the misconduct and the
present, absent any involvement in any
further acts of moral turpitude, the
amount of time and the extent of reha-
bilitation being dependent upon the na-
ture and seriousness of the act of mis-
conduct under consideration;

(4) Restitution by the individual to
any person who suffered monetary
losses through acts or omissions of the
individual;

(5) Expungement of a conviction;

(6) Successful completion or early
discharge from probation or parole;

(7) Abstinence from the use of con-
trolled substances or alcohol for not
less than two years if the specific mis-
conduct was attributable in part to the
use of a controlled substance or alco-
hol, where abstinence may be dem-
onstrated by, but is not necessarily
limited to, enrolling in and complying
with a self-help or professional treat-
ment program;

(8) If the specific misconduct was at-
tributable in part to a medically recog-
nized mental disease, disorder or ill-
ness, proof that the individual sought
professional assistance, and complied
with the treatment program prescribed
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by the professional, and submitted let-
ters from the treating psychiatrist/psy-
chologist verifying that the medically
recognized mental disease, disorder or
illness will not impede the individual’s
ability to competently practice before
the Office;

(9) Payment of the fine imposed in
connection with any criminal convic-
tion;

(10) Correction of behavior respon-
sible in some degree for the mis-
conduct;

(11) Significant and conscientious in-
volvement in programs designed to pro-
vide social benefits or to ameliorate so-
cial problems; and

(12) Change in attitude from that
which existed at the time of the act of
misconduct in question as evidenced by
any or all of the following:

(i) Statements of the individual;

(ii) Statements from persons familiar
with the individual’s previous mis-
conduct and with subsequent attitudes
and behavioral patterns;

(iii) Statements from probation or
parole officers or law enforcement offi-
cials as to the individual’s social ad-
justments; and

(iv) Statements from persons com-
petent to testify with regard to
neuropsychiatry or emotional disturb-
ances.

(j) Notice to Show Cause. The OED Di-
rector shall inquire into the good
moral character and reputation of an
individual seeking registration, pro-
viding the individual with the oppor-
tunity to create a record on which a
decision is made. If, following inquiry
and consideration of the record, the
OED Director is of the opinion that the
individual seeking registration has not
satisfactorily established that he or
she possesses good moral character and
reputation, the OED Director shall
issue to the individual a notice to show
cause why the individual’s application
for registration should not be denied.

(1) The individual shall be given no
less than ten days from the date of the
notice to reply. The notice shall be
given by certified mail at the address
appearing on the application if the ad-
dress is in the United States, and by
any other reasonable means if the ad-
dress is outside the United States.
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(2) Following receipt of the individ-
ual’s response, or in the absence of a
response, the OED Director shall con-
sider the individual’s response, if any,
and the record, and determine whether,
in the OED Director’s opinion, the indi-
vidual has sustained his or her burden
of satisfactorily demonstrating that he
or she possesses good moral character
and reputation.

(K) Reapplication for registration. An
individual who has been refused reg-
istration for lack of good moral char-
acter or reputation may reapply for
registration two years after the date of
the decision, unless a shorter period is
otherwise ordered by the USPTO Direc-
tor. An individual, who has been noti-
fied that he or she is under investiga-
tion for good moral character and rep-
utation may elect to withdraw his or
her application for registration, and
may reapply for registration two years
after the date of withdrawal. Upon re-
application for registration, the indi-
vidual shall pay the fees required by
§1.21(a)(1)(ii1) and (a)(10) of this sub-
chapter, and has the burden of showing
to the satisfaction of the OED Director
his or her possession of good moral
character and reputation as prescribed
in paragraph (b) of this section. Upon
reapplication for registration, the indi-
vidual also shall complete successfully
the examination prescribed in para-
graph (b) of this section, even though
the individual has previously passed a
registration examination.

§11.8 Oath and registration fee.

(a) After an individual passes the ex-
amination, or the examination is
waived, the OED Director shall
promptly publish a solicitation for in-
formation concerning the individual’s
good moral character and reputation.
The solicitation shall include the indi-
vidual’s name, and business or commu-
nication postal address.

(b) An individual shall not be reg-
istered as an attorney under §11.6(a),
registered as an agent under §11.6(b) or
(¢), or granted limited recognition
under §11.9(b) unless within two years
of the mailing date of a notice of pass-
ing registration examination or of
waiver of the examination the indi-
vidual files with the OED Director a
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completed Data Sheet, an oath or dec-
laration prescribed by the USPTO Di-
rector, and the registration fee set
forth in §1.21(a)(2) of this subchapter.
An individual seeking registration as
an attorney under §11.6(a) must pro-
vide a certificate of good standing of
the bar of the highest court of a State
that is no more than six months old.

(c) An individual who does not com-
ply with the requirements of paragraph
(b) of this section within the two-year
period will be required to retake the
registration examination.

§11.9 Limited recognition in patent
matters.

(a) Any individual not registered
under §11.6 may, upon a showing of cir-
cumstances which render it necessary
or justifiable, and that the individual
is of good moral character and reputa-
tion, be given limited recognition by
the OED Director to prosecute as at-
torney or agent a specified patent ap-
plication or specified patent applica-
tions. Limited recognition under this
paragraph shall not extend further
than the application or applications
specified. Limited recognition shall not
be granted while individuals who have
passed the examination or for whom
the examination has been waived are
awaiting registration to practice before
the Office in patent matters.

(b) A nonimmigrant alien residing in
the United States and fulfilling the
provisions of §11.7(a) and (b) may be
granted limited recognition if the non-
immigrant alien is authorized by the
Bureau of Citizenship and Immigration
Services to be employed or trained in
the United States in the capacity of
representing a patent applicant by pre-
senting or prosecuting a patent appli-
cation. Limited recognition shall be
granted for a period consistent with
the terms of authorized employment or
training. Limited recognition shall not
be granted or extended to a non-United
States citizen residing abroad. If grant-
ed, limited recognition shall automati-
cally expire upon the nonimmigrant
alien’s departure from the United
States.

(¢) An individual not registered under
§11.6 may, if appointed by an applicant,
prosecute an international patent ap-
plication only before the United States
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International Searching Authority and
the United States International Pre-
liminary Examining Authority, pro-
vided that the individual has the right
to practice before the national office
with which the international applica-
tion is filed as provided in PCT Art. 49,
Rule 90 and §1.455 of this subchapter, or
before the International Bureau when
the USPTO is acting as Receiving Of-
fice pursuant to PCT Rules 83.1 bis and
90.1.

§11.10 Restrictions on practice in pat-
ent matters.

(a) Only practitioners who are reg-
istered under §11.6 or individuals given
limited recognition under §11.9(a) or
(b) are permitted to prosecute patent
applications of others before the Office;
or represent others in any proceedings
before the Office.

(b) Post employment agreement of
former Office employee. No individual
who has served in the patent exam-
ining corps or elsewhere in the Office
may practice before the Office after
termination of his or her service, un-
less he or she signs a written under-
taking agreeing:

(1) To not knowingly act as agent or
attorney for, or otherwise represent, or
assist in any manner the representa-
tion of, any other person:

(i) Before the Office,

(ii) In connection with any particular
patent or patent application,

(iii) In which said employee partici-
pated personally and substantially as
an employee of the Office; and

(2) To not knowingly act within two
years after terminating employment
by the Office as agent or attorney for,
or otherwise represent, or assist in any
manner the representation of any other
person:

(i) Before the Office,

(ii) In connection with any particular
patent or patent application,

(iii) If such patent or patent applica-
tion was pending under the employee’s
official responsibility as an officer or
employee within a period of one year
prior to the termination of such re-
sponsibility.

(3) The words and phrases in para-
graphs (b)(1) and (b)(2) of this section
are construed as follows:
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(i) Represent and representation mean
acting as patent attorney or patent
agent or other representative in any
appearance before the Office, or com-
municating with an employee of the
Office with intent to influence.

(ii) Assist in any manner means aid or
help another person on a particular
patent or patent application involving
representation.

(iii) Particular patent or patent appli-
cation means any patent or patent ap-
plication, including, but not limited to,
a provisional, substitute, inter-
national, continuation, divisional, con-
tinuation-in-part, or reissue patent ap-
plication, as well as any protest, reex-
amination, petition, appeal, or inter-
ference based on the patent or patent
application.

(iv) Participate personally and substan-
tially. (A) Basic requirements. The re-
strictions of §11.10(a)(1) apply only to
those patents and patent applications
in which a former Office employee had
“personal and substantial participa-
tion,” exercised ‘‘through decision, ap-
proval, disapproval, recommendation,
the rendering of advice, investigation
or otherwise.” To participate personally
means directly, and includes the par-
ticipation of a subordinate when actu-
ally directed by the former Office em-
ployee in the patent or patent applica-
tion. Substantially means that the em-
ployee’s involvement must be of sig-
nificance to the matter, or form a basis
for a reasonable appearance of such sig-
nificance. It requires more than official
responsibility, knowledge, perfunctory
involvement, or involvement on an ad-
ministrative or peripheral issue. A
finding of substantiality should be
based not only on the effort devoted to
a patent or patent application, but also
on the importance of the effort. While
a series of peripheral involvements
may be insubstantial, the single act of
approving or participation in a critical
step may be substantial. It is essential
that the participation be related to a
“particular patent or patent applica-
tion.” (See paragraph (b)(3)(iii) of this
section.)

(B) Participation on ancillary mat-
ters. An Office employee’s participa-
tion on subjects not directly involving
the substantive merits of a patent or
patent application may not be ‘‘sub-
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stantial,” even if it is time-consuming.
An employee whose official responsi-
bility is the review of a patent or pat-
ent application solely for compliance
with administrative control or budg-
etary considerations and who reviews a
particular patent or patent application
for such a purpose should not be re-
garded as having participated substan-
tially in the patent or patent applica-
tion, except when such considerations
also are the subject of the employee’s
proposed representation.

(C) Role of official responsibility in
determining substantial participation.
Official responsibility is defined in para-
graph (b)(3)(v) of this section. ‘“‘Per-
sonal and substantial participation’ is
different from ‘‘official responsibility.”
One’s responsibility may, however,
play a role in determining the ‘‘sub-
stantiality” of an Office employee’s
participation.

(v) Official responsibility means the di-
rect administrative or operating au-
thority, whether intermediate or final,
and either exercisable alone or with
others, and either personally or
through subordinates, to approve, dis-
approve, or otherwise direct Govern-
ment actions.

(A) Determining official responsi-
bility. Ordinarily, those areas assigned
by statute, regulation, Executive
Order, job description, or delegation of
authority determine the scope of an
employee’s ‘‘official responsibility”’.
All particular matters under consider-
ation in the Office are under the ‘‘offi-
cial responsibility’ of the Director of
the Office, and each is under that of
any intermediate supervisor having re-
sponsibility for an employee who actu-
ally participates in the patent or pat-
ent application within the scope of his
or her duties. A patent examiner would
have ‘‘official responsibility’’ for the
patent applications assigned to him or
her.

(B) Ancillary matters and official re-
sponsibility. Administrative authority
as used in paragraph (v) of this section
means authority for planning, orga-
nizing and controlling a patent or pat-
ent application rather than authority
to review or make decisions on ancil-
lary aspects of a patent or patent ap-
plication such as the regularity of
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budgeting procedures, public or com-
munity relations aspects, or equal em-
ployment opportunity considerations.
Responsibility for such an ancillary
consideration does not constitute offi-
cial responsibility for the particular
patent or patent application, except
when such a consideration is also the
subject of the employee’s proposed rep-
resentation.

(C) Duty to inquire. In order for a
former employee, e.g., former patent
examiner, to be barred from rep-
resenting or assisting in representing
another as to a particular patent or
patent application, he or she need not
have known, while employed by the Of-
fice, that the patent or patent applica-
tion was pending under his or her offi-
cial responsibility. The former em-
ployee has a reasonable duty of inquiry
to learn whether the patent or patent
application had been under his or her
official responsibility. Ordinarily, a
former employee who is asked to rep-
resent another on a patent or patent
application will become aware of facts
sufficient to suggest the relationship of
the prior matter to his or her former
office, e.g., technology center, group or
art unit. If so, he or she is under a duty
to make further inquiry. It would be
prudent for an employee to maintain a
record of only patent application num-
bers of the applications actually acted
upon by decision or recommendation,
as well as those applications under the
employee’s official responsibility
which he or she has not acted upon.

(D) Self-disqualification. A former
employee, e.g., former patent exam-
iner, cannot avoid the restrictions of
this section through self-disqualifica-
tion with respect to a patent or patent
application for which he or she other-
wise had official responsibility. How-
ever, an employee who through self-dis-
qualification does not participate per-
sonally and substantially in a par-
ticular patent or patent application is
not subject to the lifetime restriction
of paragraph (b)(1) of this section.

(vi) Pending means that the matter
was in fact referred to or under consid-
eration by persons within the employ-
ee’s area of official responsibility.

(4) Measurement of the two-year re-
striction period. The two-year period
under paragraph (b)(2) of this section is
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measured from the date when the em-
ployee’s official responsibility in a par-
ticular area ends, not from the termi-
nation of service in the Office, unless
the two occur simultaneously. The pro-
hibition applies to all particular pat-
ents or patent applications subject to
such official responsibility in the one-
year period before termination of such
responsibility.

(c) Former employees of the Office. This
section imposes restrictions generally
parallel to those imposed in 18 U.S.C.
207(a) and (b)(1). This section, however,
does not interpret these statutory pro-
visions or any other post-employment
restrictions that may apply to former
Office employees, and such former em-
ployees should not assume that con-
duct not prohibited by this section is
otherwise permissible. Former employ-
ees of the Office, whether or not they
are practitioners, are encouraged to
contact the Department of Commerce
for information concerning applicable
post-employment restrictions.

(d) An employee of the Office may
not prosecute or aid in any manner in
the prosecution of any patent applica-
tion before the Office.

(e) Practice before the Office by Gov-
ernment employees is subject to any
applicable conflict of interest laws,
regulations or codes of professional re-
sponsibility.

§11.11 Notification.

A registered attorney or agent must
notify the OED Director of his or her
postal address for his or her office, up
to three e-mail addresses where he or
she receives e-mail, and business tele-
phone number, as well as every change
to any of said addresses, or telephone
numbers within thirty days of the date
of the change. A registered attorney or
agent shall, in addition to any notice
of change of address and telephone
number filed in individual patent appli-
cations, separately file written notice
of the change of address or telephone
number to the OED Director. A reg-
istered practitioner who is an attorney
in good standing with the bar of the
highest court of one or more States
shall provide the OED Director with
the State bar identification number as-
sociated with each membership. The
OED Director shall publish from the
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roster a list containing the name, post-
al business addresses, business tele-
phone number, registration number,
and registration status as an attorney
or agent of each registered practitioner
recognized to practice before the Office
in patent cases.

PARTS 15-15a [RESERVED]

PART 41—PRACTICE BEFORE THE
BOARD OF PATENT APPEALS AND
INTERFERENCES

Subpart A—General Provisions

Policy.

Definitions.

Petitions.

Timeliness.

Counsel.

Public availability of Board records.

Management of the record.

Mandatory notices.

41.9 Action by owner.

41.10 Correspondence addresses.

41.11 Ex parte communications in
partes proceedings.

41.12 Citation of authority.

41.20 Fees.

inter

Subpart B—Ex Parte Appeals

41.30 Definitions.

41.31 Appeal to Board.

41.33 Amendments and affidavits or other
evidence after appeal.

41.35 Jurisdiction over appeal.

41.37 Appeal brief.

41.39 Examiner’s answer.

41.41 Reply brief.

41.43 Examiner’s response to reply brief.

41.47 Oral hearing.

41.50 Decisions and other actions by the
Board.

41.52 Rehearing.

41.564 Action following decision.

Subpart C—Inter Partes Appeals

41.60 Definitions.

41.61 Notice of appeal and cross appeal to
Board.

41.63 Amendments and affidavits or other
evidence after appeal.

41.64 Jurisdiction over appeal in inter partes
reexamination.

41.66 Time for filing briefs.

41.67 Appellant’s brief.

41.68 Respondent’s brief.

41.69 Examiner’s answer.

41.71 Rebuttal brief.

41.73 Oral hearing.

§41.1

41.77 Decisions and other actions by the
Board.

41.79 Rehearing.

41.81 Action following decision.

Subpart D—Contested Cases

41.100
41.101
41.102
41.103
41.104
41.106
41.108
41.109
41.110
41.120
41.121
41.122
41.123
41.124
41.125
41.126
41.127
41.128
41.150

Definitions.

Notice of proceeding.

Completion of examination.

Jurisdiction over involved files.

Conduct of contested case.

Filing and service.

Lead counsel.

Access to and copies of Office records.

Filing claim information.

Notice of basis for relief.

Motions.

Oppositions and replies.

Default filing times.

Oral argument.

Decision on motions.

Arbitration.

Judgment.

Sanctions.

Discovery.

41.151 Admissibility.

41.152 Applicability of the Federal Rules of
Evidence.

41.1563 Records of the Office.

41.154 Form of evidence.

41.155 Objection; motion to exclude; motion
in limine.

41.156 Compelling testimony and produc-
tion.

41.157 Taking testimony.

41.158 Expert testimony; tests and data.

Subpart E—Patent Interferences

41.200
41.201
41.202
41.203
41.204
41.205
41.206

Procedure; pendency.

Definitions.

Suggesting an interference.

Declaration.

Notice of basis for relief.

Settlement agreements.

Common interests in the invention.

41.207 Presumptions.

41.208 Content of substantive and responsive
motions.

AUTHORITY: 35 U.S.C. 2(b)(2), 3(a)(2)(A), 21,
23, 32, 41, 134, 135.

SOURCE: 69 FR 50003, Aug. 12, 2004, unless
otherwise noted.

Subpart A—General Provisions

§41.1 Policy.
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